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" ‘ Application No. Applicant(s)

09/049,304 FALCOET AL,
Office Action Summary Examiner AR Unit
Elizabeth F. McElwain 1638

-- The MAILING DATE of this communication appears on th cover sheet with the correspondence address --
Period for Reply

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM
THE MAILING DATE OF THIS COMMUNICATION.

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed
after SIX (6) MONTHS from the mailing date of this communication.
- Ifthe pericd for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely.
- I NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication.
- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35U.8.C. § 133).
- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any
earned patent term adjustment. See 37 CFR 1.704(b).

Status
X Responsive to communication(s) filed on 06 May 2003 .
2a)X] This action is FINAL. 2b)[J This action is non-final.

3)[J Since this application is in condition for allowance except for formal matters, prosecution as to the merits is
closed in accordance with the practice under Ex parte Quayle, 1935 C.D. 11,453 0.G. 213.
Disp sition of Claims

HX Claim(s) 4-20is/are pending in the application. _
4a) Of the above claim(s) 8-10.12 and 16-20 is/are withdrawn from consideration.

50 Claim(s) is/are allowed.
6)X Claim(s) 4-7.11 and 13-15 is/are rejected.
7)OJ Claim(s) is/are objected to.

8)J Claim(s) are subject to restriction and/or election requirement.
Application Papers

9)[] The specification is objected to by the Examiner.
10X The drawing(s) filed on 27 March 1998 is/are: a)lX] accepted or b)[] objected to by the Examiner.
Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a).
11)L] The proposed drawing correction filed on____ is:a)[] approved b)[] disapproved by the Examiner.
If approved, corrected drawings are required in reply to this Office action.
' 12)[_] The oath or declaration is objected to by the Examiner.
Priority under 35 U.S.C. §§ 119 and 120
13)] Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f).
a)[JANI b)[J some * ¢)[J None of:
1.J Certified copies of the priority documents have been received.
2.[] Certified copies of the priority documents have been received in Application No. -

3.0 copies of the certified copies of the priority documents have been received in this National Stage
application from the International Bureau (PCT Rule 17.2(a)). :
* See the attached detailed Office action for a list of the certified copies not received.

14)] Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 119(e) (to a provisional application).

a) [ The translation of the foreign language provisional application has been received.
15)X] Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121.

Attachment(s)

1) [ Notice of References Cited (PTO-892) 4[] interview Summary (PTO-41 3) Paper No(s). )
2) D Notice of Draftsperson’s Patent Drawing Review (PTO-948) S) D Notice of Informal Patent Application (PTO-152)
3) [] Information Disclosure Statement(s) (PT0-1449) Paper No(s) ) 6) [] other:

U.S. Patent and Trademark Office .
PTO-326 (Rev. 04-01) Office Action Summary Part of Paper No. 26
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The amendments filed December 17, 2002 and May 6, 2003 have been entered.

Claims 1-3 have been cancelled.

Claims 4-7, 11, and 14 have been amended.

Claims 4-20 are pending.'

This application contains claims 8, 10 and 16-20 drawn to an invention nonelected with '
traverse in Paper No. 18. A complete reply to the final rejection must include cancelation of
nonelected claims or other appropriate action (37 CFR 1.144) See MPEP § 821.01. In addition,
claims 9 and 12 are drawn to an invention non-elected by original presentation and must also be
cancelled in response to the final rejection.

Claims 4-7, 11 ;md 13-15 are examined.

The text of those sections of Title 35, U.S. Code not included in this action can be found
in a prior Office action.

Claim 6 is objected to for the recitation of “increase” which should read “increased”.

Claims 7, and claims 11 and 13-15 dependent thereon, are rejected under 35 U.S.C. 112,
first paragraph, as containing subject matter which was not described in the specification in such a
way as to enable one skilled in the art to which it pertains, or with which it is most nearly
connected, to make and/or use the invention.

Claim 7 is indefinite in the recitation of “or a part” with regard to the nucleic acid

sequence, since a part can be as little as one nucleotide.
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Claims 4, 6, 7, 11 and 13-15 are rejected under 35 U.S.C. 112, first paragraph, as
containing subject matter which was not described in the specification in such a way as to
reasonably convey to one skilled in the relevant art that the inventor(s), at the time the application
was filed, had possession of the claimed invention, as stated in the last office action. In addition, a
nucleic acid fragment that would hybridize under the claimed conditions and would increase lysine
content is not described structurally or with any specific function. Any protein comprising a

lysine residue could, potentially, increase lysine content in a plant cell.

Applicants’ arguments filed December 17, 2002 have been fully considered but they are

not persuasive. Applicants assert that the rejection should be withdrawn given that the

specification discloses that the claimed sequences are partial sequences of corn LKR/SDH. In
addition, apphcants have submitted Epelbaum et al that is a reference by the inventors that
discloses an Arabidopsis LKR/SDH Sequence. Applicants have also submitted Kemper et al that
assesses the structure/ﬁmctlon of corn LKR/SDH, but does not provide a nucleotide or aming
acid sequence. Applicants argue that a correlation between structure and function has been
prov1ded

The Examiner maintains that applicants’ arguments do not relate to the claims, which are
drawn to SEQ ID NO: 120 and 122. Applicants have not made a correlation between the

teachings of the cited references and claimed sequences.
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Claims 4-7, 11 and 13-15 are rejected under 35 U.S.C. 112, first paragraph, as containing
subject matter which was not described in the specification in such a way as to enable one skilled
in the art to which it pertains, or with which it is most nearly connected, to make and/or use the

invention, as stated in the last office action.

Applicants’ arguments and the Declaration of Falco filed December 17, 2002 have been
fully considered but they are not persuasive. Applicants assert that the rejection should be
withdrawn given that Tang et al teach an Arabidopsis cDNA encoding a blfunctlonal LKR/SDH,
and state that SEQ ID NO: 111 ; 1s indentical to the sequence taught by Tang et al. In addition,
applicants argue that the Declaration of Falco demonstrates knocking out LKR/SDH leads to
increased lysine accumulation, and a second declaration dated F ebruary 16, 2001 demonstrates
seeds with increased lysine obtained from plants co-transformed with DHPS and LKR.
Therefore, applicants argue that a correlation between sequence similarity and functionality has
been established with regard to LKR/SDH.

The Examiner maintains that applicants’ arguments do not relate to the claims, which are
drawn to SEQ ID NO: 120 and 122. Applicants have not made a correlation between the

teachings of the cited reference or the Declarations of Falco and claimed sequences.

No claims are allowed.
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Applicant's amendment necessitated the new ground(s) of rejection presented in this Office
action. Accordingly, THIS ACTION IS MADE FINAL, See MPEP § 706.07(a). Applicant is
reminded of the extensiop of time policy as set forth in 37 CFR 1.136(a).

A shortened statutory period for reply to this final action is set to expire THREE
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO
MONTHS of the mailing date of this final action and the advisory action is not maileéi until after |
the end of the THREE-MONTH shortened Statutory period, then the shortehed statutory period
wiﬂ expire on the date the advisory action is mailed, and any extension fee pursuant to 37 CFR
1.136(a) will be calculated from the mailing date of the advisory action. In no event, however,
will the statutory period for reply expire later than SIX MONTHS‘ from the date of this fina]

action.

Any inquiry concerning this communication or earlier communications from the examiner
should be directed to Elizabeth F. McElwain whose telephone number is (703) 308-1794. The
examiner can normally be reached on Monday through Friday from 8:00 AM to 4:30 PM.

Any inquiry of a general nature or relating to the status of this application should be
directed to the legal analyst, Gwendolyn Payne, whose telephone number is (703) 305-2475, or to
the Group receptionist whose telephone number is (703) 308-0196.

Elizabeth F. McElwain, Ph.D.
July 25, 2003 YL
vy ELIZABETH F. McELWAIN

PRIMARY EXAMINER
GROUP 1800
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